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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37. CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
20, 2007 has been entered. 

Claims 1, 5, 12, 16, 23, 27 and 34 have been amended. Claims 4, 6, 15, 17, 26 
and 28 have been canceled. Claims 1-3, 5, 7-14, 16, 18-25, 27 and 29-35 are now 
pending in this application. 

Allowable Subject Matter 

2. Examiner notes that in the Final Office Action mailed August 25, 2006, the 
previous Examiner objected to claims 6-7, 17-18 and 28-29 as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The current amendment to the claims still do not place the application in 
condition for allowance because the dependent claims were not properly rolled into 
independent claims since the independent claims did not include all of the correct 
intervening claims as the claims were listed in the Final Office Action. 

For example, claim 6 was dependent on claim 5, which was dependent on claim 
1 . The current amendment does not include the limitations of claims 6 and 5 into claim 
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1, but instead includes the limitations claims 6 and 4 into claim 1. Likewise, claim 17 
was dependent on claim 16, which was dependent on claim on claim 15, which was 
dependent on claim 12. The current amendment does not include the limitations of 
claims 17-15 into claim 12, but instead includes the limitations of claims 17 and 15 into 
claim 12. Lastly, claim 28 was dependent on claim 27, which was dependent on claim 
26, which was dependent on claim 23. However, the current amendment does not 
include all of the limitations of claims 28-26 into claim 23, but instead includes the 
limitations of claims 28 and 26 into claim 23. 

Accordingly, in keeping with the previous Examiner's indication of allowable 
subject matter, claims 5, 7, 16, 18, 27 and 29 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims. 

Response to Arguments 

3. Applicants arguments are deemed moot in view of the new grounds of rejections 
provided below. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-3, 5, 7-1 1 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 1 recites a system 
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comprising one or more software components. The current claim language does not 
specify the software is part of or statically embodied in a physical medium. Software not 
statically embodied on a physical medium is considered descriptive material perse. It is 
therefore considered non-statutory because it is not capable of causing a functional 
change in a physical medium. As drafted, the claim fails to define any structural and 
functional interrelationships between the software per se and other elements of a 

i 

physical medium of the invention that permit the software's function to be realized. 
(See MPEP § 2106 Section IV B 1 (a).) 

Additionally, it is unclear if Applicant intends for the system to comprise more 
than one component (software or otherwise) as a system comprising only one 
component could raise potential "single means" issues, where "single means" claims 
are subject to 35 U.S.C. 112, first paragraph rejections as having undue breadth. (See 
MPEP § 2164.08(a).) 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filedl under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. , 
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7. Claims 1, 3, 9-12, 14, 20-23, 25 and 31-35 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Heinrich (U.S. 6,895,383). 

As per claims 1, 12, 23, and 34-35, Heinrich teaches a system for generating risk 
assessment regarding software implementation projects comprising software 
components operable to: 

access a specified importance value and maximum score for each risk factor 
(col. 5, lines 22-26; col. 7, lines 33-47; col. 13, lines 46-47; Figure 2; Each risk band has 
a maximum risk value and each risk category has an importance coefficient.), the 
importance of each risk factor reflecting experience of an implementing entity regarding 
the extent to which the risk factor may negatively impact a software implementation 
project if the risk factor is not adequately addressed (col. 3, lines 31-36; col. 4, lines 25- 
27; col. 8, lines 33-34), the importance value and maximum score for each factor is 
multiplied to define a potential weighted score for each factor (col. 10, lines 25-63; The 
potential weighted score, or absolute risk value, for a component, or risk factor, is 
determined.); 

receive an actual score for each factor based on an analysis by the implementing 
entity specific to the particular software project and generate an actual weighted score 
for each risk factor by multiplying the importance value and the actual score for the risk 
factor (col. 1 1 , lines 45-52; The relative risk value, or actual risk score, for each 
component, or factor, is determined.); 

determine a relationship between the potential weighted score and the actual 
weighted score for each factor (equation at col. 1 1 , line 52 shows the relationship 
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between the absolute risk value of a component (i.e., the potential weighted score) and 
the relative risk value of the component (i.e., the actual score).); 

assign a risk level for the particular project to each risk factor according to the 
relationship between the potential weighted score and the actual weighted score for the 
risk factor, the risk level for each factor representing an assessment by the 
implementing entity regarding the extent to which the factor is not adequately addressed 
(col. 1 1 , lines 45-52; Each component is assigned a risk factor relative to the overall 
system.); 

generate a risk assessment for the project comprising one or more of the 
assigned risk levels for the project for one or more corresponding risk factors, wherein 
each risk factor is associated with one of a plurality of risk factor categories, each risk 
factor category comprising one or more risk factors (col. 13, lines 43-51; The overall risk 
for the system is determined by assessing the risk for each category.); and 

generate a risk factor category scorecard for display, the risk factor category 
scorecard providing at least one of a plurality of risk factor categories and data 
associated with each of the plurality of risk factor categories, the data selected from the 
group consisting of a category actual score, a category maximum score, and a category 
percentage risk (col. 6, lines 22-26 and 61-65 col. 20, lines 5-40; Table 1 in col. 15 and 
Table 2 in col. 20 show the results of a risk analysis.). 

j 

As per claims 3, 14 and 25, Heinrich teaches the maximum score is the same for 
each risk factor; and the importance value and maximum score for a risk factor remain 
constant across multiple projects (col. 5, lines 22-26; col. 7, lines 33-47; col. 13, lines 
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46-47; Figure 2; Each risk factor in the same risk band has the same maximum risk 
value. The importance value for a component remains the same throughout the risk 
assessment for a project.). 

As per claims 9, 20 and 31 , Heinrich teaches the actual score for a risk factor is 
determined by the implementing entity and is based on ah evaluation of client resources 
and capabilities relevant to the risk factor (col. 8, lines 26-35; The risk data is 
determined by the implementing entity and based on their evaluation of the 
system/components under review.). 

As per claims 10, 21 and 32, Heinrich teaches the relationship between the 
potential weighted score and the actual weighted score for each risk factor, determining 
assignment of the risk level for the risk factor, is a percentage based on one minus the 
quotient of the actual weighted score and the potential weighted score for each risk 
factor (col. 5, lines 22-26; The risk levels for different factors are expressed as a number 
between 0 and 1, or as a percentage.). 

As per claims 1 1 , 22 and 33, Heinrich teaches the maximum score is a maximum 
attainable score (col. 7, lines 33-37; Each risk band has a maximum risk value that 
represents the highest risk value attainable for that band.). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

I 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 2, 13 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heinrich (U.S. 6,895,383) in view of Bowman et al. (U.S. 2003/0061246). 

As per claims 2, 13 and 24, Heinrich does not explicitly teach a risk assessment 
scorecard for display which provides risk factors and the importance value, maximum 
score, potential weighted score, actual score, actual weighted score and risk level for 
each factor in a spreadsheet format. However, Heinrich does teach displaying risk 
assessment data in a tabular, or spreadsheet-like, format (Table 1 in col. 15; Table 2 in 
col. 20). The content of the data presented in the risk assessment scorecard is mere 
design choice as it does not affect the underlying functionality of the system. See 
MPEP §2144.04, IV, section B. Therefore it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the risk assessment system 
of Heinrich to display a scorecard with various risk assessment data because displaying 
a risk assessment scorecard in a spreadsheet-like manner provides an easy-to- 
understand and user-friendly means of displaying risk assessment data. 

Claims 8, 19 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heinrich (U.S. 6,895,383). 

As per claims 8, 19 and 30, Heinrich does not expressly teach the implementing 
entity is a seller of software to be implemented in the particular software implementation 
project at one or more sites of a client. However, the job title or job function of the 
person using the risk assessment system does not change the structure of the risk 
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assessment system or the function that it can perform. Therefore, the job title or job 
function of the people using risk assessment system does not hold any patentable 
weight, as the job title or job function does not change the structure of the apparatus or 
the functions it performs, thereby acting as non-functional descriptive data. The recited 
method steps would be performed the same regardless of the specific data. Further, 
the structural elements remain the same regardless of the specific data. See In re 
Gulack, 703 F.2d 1381, 1385, 217USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994) ); In re Ngai, 367 F.3d 1336, 1336, 70 
USPQ2d 1862, 1863-64 (Fed. Cir. 2004); MPEP § 2106. Thus, at the time of the 
invention it would have been obvious to a person of ordinary skill in the art for the 
system of Heinrich to have the implementing entity be a seller of software to be 
implemented in the particular software project because the risk assessment system 
would allow the seller to evaluate potential risks associated with implementing the 
software with the project, thereby allowing the seller to prevent identified potential risks 
before they actually occur. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Spielmann et al. (U.S. 7,113,914) discusses a system for managing risks; 

• Packwood (U.S. 7,006,992) discusses a system and method for risk assessment. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Michelle Tarae whose telephone number is 571-272- 
6727. The examiner can normally be reached Monday - Friday from 8:30am to 
5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz, can be reached at 571-272-6729. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /) ,a , 
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